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Abstract	 –	 Recent	 reports	 published	 in	 Sri	 Lankan	
newspapers	 suggest	 that	 local	 industries	 (particularly	
Cinnamon	 producers)	 have	 raised	 concerns	 about	 the	
lack	of	a	registration	system	for	Geographical	Indications	
(GIs)	in	Sri	Lanka.	They	have	even	gone	on	to	suggest	that	
the	 failure	 on	 the	 part	 of	 Sri	 Lankan	 authorities	 and	
stakeholders	 to	 obtain	 protection	 of	 Sri	 Lankan	 GIs	 in	
other	jurisdictions	(and	in	particular	the	European	Union)	
is	 attributable	 to	 the	 lack	 of	 a	 domestic	mechanism	 for	
the	 registration	 of	 GIs.	 Both	 local	 industries	 and	
academics	 have	made	 reference	 to	 the	 Indian	 approach	
on	the	registration	and	protection	of	GIs	and	have	called	
for	the	implementation	of	a	similar	system	in	Sri	Lanka.	It	
was	 in	 order	 to	 address	 this	 specific	 concern	 and	 plea	
that	 the	 Cabinet	 of	 Ministers	 by	 a	 decision	 made	 in	
October	2016	pledged	to	amend	the	Intellectual	Property	
Act	 2003	 (IP	 Act),	 which	 governs	 the	 protection	 and	
enforcement	of	 Intellectual	Property	Rights	 in	 Sri	 Lanka.	
Yet,	 contrary	 to	 expectations	 and	 adopting	 an	 approach	
that	 is	 much	 less	 comprehensive	 than	 the	 existing	
legislative	 approach	 in	 India,	 the	 proposed	 amendment	
to	 the	 IP	 Act	 merely	 introduces	 a	 single	 sub-section	 to	
s161	 that	 deals	 with	 the	 protection	 of	 GIs.	 In	 this	
backdrop,	 this	 paper	 deals	 with	 the	 following	 points.	
First,	the	paper	considers	whether	the	current	regime	for	
the	protection	of	GIs	 in	Sri	Lanka	is	sufficient	 in	order	to	
obtain	 the	 necessary	 legal	 protection	 for	 Sri	 Lankan	 GIs	
both	 locally	 and	 globally.	 Second,	 the	paper	 critically	
assesses	the	new	amendment	to	the	IP	Act,	comparing	it	
with	 the	 Indian	 approach,	 in	 considering	 its	 practicality	
and	 utility.	 It	 is	 argued	 that	 the	 new	 amendment	 adds	
nothing	to	existing	law.							
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I.	INTRODUCTION	

The	objective	of	 this	paper	 is	 to	 consider	a	 very	 specific	
question	–	that	 is,	whether	Sri	Lanka	needs	a	system	for	
registering	 Geographical	 Indications	 (GIs	 or	 GI	 in	
singular).	 The	 Intellectual	 Property	 Act	 2003	 (IP	 Act)	
defines	a	GI	in	s103	as	“an	indication	which	identifies	any	
goods	 as	 originating	 in	 the	 territory	 of	 a	 country,	 or	 a	
region	or	 locality	 in	that	territory,	where	a	given	quality,	
reputation	 or	 other	 characteristic	 of	 the	 good	 is	

essentially	 attributable	 to	 its	 geographical	 origin.”	 In	
recent	times,	industries	that	rely	on	GIs	to	promote	their	
goods	 globally	 have	 raised	 concerns	 about	 the	 lack	 of	 a	
registration	system	for	GIs	 in	Sri	Lanka.	For	instance,	the	
Spices	 and	 Allied	 Products	 Producers’	 and	 Traders’	
Association,	which	 represents	 the	 interests	of	Cinnamon	
producers,	 has	 taken	 the	 view	 that	 “GI	 registration	 will	
not	 only	 help	 [producers]	 to	 market	 and	 promote	 Sri	
Lankan	 spices	 and	 allied	 products	 but	 also	 to	 safeguard	
them	against	the	violators	of	the	law	in	the	international	
market”	(Daily	Mirror,	2014).	In	fact,	local	industries	have	
attributed	 delays	 in	 obtaining	 protection	 of	 local	 GIs	 in	
other	 jurisdictions,	 such	 as	 the	 European	Union	 (EU),	 to	
the	lack	of	domestic	GIs	register	(Daily	Mirror,	2016).	The	
plea	on	 the	part	of	 local	 industries	 for	a	GIs	 registration	
system	is	also	supported	in	academic	discourse	(De	Silva,	
2015;	Wijeshinghe,	 2015;	 Pathiraja,	 2016).	 For	 instance,	
Wijesinghe	 (2015,	 p23)	 has	 suggested	 that	 providing	 a	
proper	system	of	domestic	 registration	 is	a	 fundamental	
requirement	 for	 a	 successful	 GIs	 regime	 and	 that	
protection	 must	 at	 least	 be	 extended	 with	 registration	
procedures	 facilitating	 the	 sound	 legal	 protection	 of	 all	
products	which	have	 intrinsic	qualities	 inherited	by	their	
place	of	origin.	In	a	similar	vein,	De	Silva	(2015,	p46)	has	
suggested	“at	least	to	grab	the	available	protection	in	the	
countries	 where	 there	 is	 a	 good	 market	 for	 Sri	 Lankan	
GIs,	 a	 registration	 system	 would	 provide	 a	 suitable	
mechanism	 to	 the	 country.”	More	 recently,	 Kamardeen	
(2017,	 p.410)	 has	 argued	 that	 “Sri	 Lanka	 could,	 and	
perhaps	should,	consider	improving	its	current	GI	regime	
by	implementing	a	national	GI	registry.”	Those	who	claim	
that	 Sri	 Lanka	 should	 embrace	 a	 system	 of	 GIs	
registration	 make	 reference	 to	 the	 Indian	 legislative	
approach	that	provides	for	registration	system	for	GIs	(De	
Silva,	 2015;	 Wijesinghe,	 2015;	 Pathiraja,	 2016;	
Kamardeen	2017).	
	
These	assertions	and	pleas	in	support	of	a	GIs	registration	
system	for	Sri	 Lanka	made	by	 local	 industries,	as	well	as	
academics,	have	acted	as	the	 impetus	for	the	Sri	Lankan	
Government	 to	 take	 the	 initiative	 to	 propose	 an	
amendment	 to	 the	 IP	Act,	which	governs	 the	protection	
and	 enforcement	 of	 intellectual	 property	 in	 Sri	 Lanka,	
including	 GIs.	 Thus,	 in	 October	 2016,	 a	 proposal	 put	
forward	 by	 the	Minister	 for	 Industry	 and	 Commerce	 to	
amend	 the	 IP	 Act	 to	 provide	 for	 the	 registration,	
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certification	and	protection	of	GIs,	was	approved	by	 the	
Cabinet	 of	 Ministers	 (Daily	 News,	 2016).	 This	 decision	
was	highly	commended	by	the	local	industrial	community	
–	 eg	 stakeholders	 representing	 the	 cinnamon	 industry	
have	observed	that	“[t]his	measure	will	pave	the	way	for	
certification	of	cinnamon	products	originating	in	Sri	Lanka	
with	 regard	 to	 GI	 which	 is	 a	 necessary	 step	 for	
international	registration	of	‘Ceylon	Cinnamon’	to	benefit	
from	 GI	 which	 is	 the	 highest	 level	 of	 protection”	 (Daily	
Mirror,	2016).	Yet,	contrary	to	expectations	and	adopting	
an	 approach	 that	 is	 much	 less	 comprehensive	 than	 the	
existing	 legislative	 approach	 in	 India,	 the	 proposed	
amendment	to	the	IP	Act	merely	introduces	a	single	sub-
section	to	s161	that	deals	with	the	protection	of	GIs.	
	
In	this	backdrop,	this	paper	considers	the	following	points	
–	 that	 is	 (1)	 whether	 the	 present	 regime	 for	 the	
protection	 of	 GIs	 in	 Sri	 Lanka	 is	 adequate	 in	 protecting	
the	 rights	 and	 interests	 of	 local	 producers	 of	 GI-related	
goods	and	 (2)	whether	 the	proposed	amendment	 to	 the	
IP	 Act	 adds	 anything	 in	 substance	 to	 the	 existing	 legal	
framework	 for	 the	 protection	 of	 GIs	 in	 Sri	 Lanka.	
A	discussion	 of	 both	 these	 points	 is	 required	 to	
comprehensively	respond	to	the	question	that	this	paper	
poses–that	 is	 whether	 Sri	 Lanka	 really	 needs	 a	 GIs	
register	that	registers	and	protects	GIs	as	such.			
	
In	 terms	 of	 methodology,	 the	 paper	 adopts	 a	 strictly	
doctrinal	and	comparative	approach.	Doctrinal	because	it	
engages	 in	 analysing	 the	 law	 as	 it	 is	 in	 relation	 to	 the	
protection	of	GIs.	Comparative	because	the	paper	refers	
to	 the	 Indian	 approach	 to	 GIs	 protection	 in	 supporting	
the	conclusion	that	Sri	Lanka	does	not	gain	any	additional	
benefit	in	introducing	a	separate	and	distinct	register	for	
GIs.			

	
II.	THE	ADEQUECY	OF	THE	LEGAL	FRAMEWORK	IN	SRI	

LANKA	FOR	THE	PROTETION	OF	GEOGRAPHICAL	
INDICATIONS?	

Before	 dealing	with	 the	 proposed	 amendment	 to	 the	 IP	
Act,	it	is	apt	to	consider	the	current	provisions	in	the	Act	
that	protect	GIs	and	their	adequacy.	Reference	must	first	
be	made	 to	 sub-section	 (1)	 of	 s161	of	 the	 IP	Act,	which	
provides	 that	 “any	 interested	party”	 shall	 be	 entitled	 to	
prevent	 (1)	 the	use	of	any	means	 in	 the	presentation	of	
goods	 that	 indicates	 that	 the	 goods	 originate	 in	 a	
geographical	area	other	than	the	true	place	of	origin	in	a	
manner	which	misleads	the	public	or	 (2)	any	use	of	a	GI	
which	constitutes	an	act	of	unfair	competition	or	(3)	use	
of	 a	 GI	 identifying	 goods	 not	 originating	 in	 the	 place	
indicated	by	the	GI	(even	where	the	true	origin	of	goods	
is	indicated)	or	use	of	a	GI	accompanied	by	words	such	as	
like,	 style	 or	 imitation.	 This	 provision	 permits	 any	
interested	 party	 (which	 no	 doubt	 would	 include	
producers	 of	 GI-related	 products)	 to	 prevent	 the	

unauthorised	 use	 of	 GIs	 by	 third	 parties	 in	 the	
circumstances	 identified	 therein.	 The	 first	 two	 limbs	 of	
s161(1)	complies	with	Art.22(2)	of	the	Agreement	on	the	
Trade	 Related	 aspects	 of	 Intellectual	 Property	 Rights	
(TRIPS),	 to	 which	 Sri	 Lanka	 is	 a	 party.	 The	third	 limb	 of	
s161(1)	confers	greater	protection	than	what	 is	required	
by	 TRIPS	 (Art.23(1))–as	 protection	 under	 that	 limb	
extends	 not	 only	 to	 wines	 and	 spirits	 but	 also	 to	 other	
goods	 including	 agricultural	 products	 and	 foodstuff.	
There	 is	no	 requirement	 for	a	GI	 to	be	 registered	 for	an	
action	under	this	provision	to	be	instituted	(Karunaratna,	
2010,	p299).		
	
In	 addition,	GIs	may	 be	 protected	 as	 certification	marks	
(or	 as	 collective	marks).	 The	 Sri	 Lanka	 Tea	 Board	 (SLTB)	
has	protected	the	interests	of	tea	produces	by	registering	
the	‘Pure	Ceylon	Tea’	logo	as	a	certification	mark.	Section	
142(1)	 provides	 that	 “[s]ubject	 to	 the	 provisions	 of	 this	
Chapter,	 provisions	 relating	 to	 marks	 shall	 apply	 to	
certification	marks.”	In	essence,	once	a	GI	is	registered	as	
a	certification	mark,	the	owner	of	that	mark	may	prevent	
unauthorised	third	parties	from	using	the	GI	in	ways	that	
would	 cause	 confusion	 or	mislead	 the	 public,	 a	 remedy	
that	 is	 normally	 available	 to	 trademark	 owners.	
The	general	 prohibition	 against	 the	 registration	 of	 signs	
or	indications	denoting	the	geographic	origin	of	goods	as	
trademarks	 has	 been	 made	 specifically	 inapplicable	 to	
the	context	of	registration	of	certification	marks,	enabling	
the	registration	of	GIs	(s142(2)).	However,	this	exception	
to	 the	 general	 prohibition	 on	 the	 registration	 of	
geographic	signs	is	subject	to	one	limitation.	That	is,	“the	
owner	of	such	mark	is	not	entitled	to	prohibit	the	use	of	
such	 sign	 or	 indication	 in	 accordance	 with	 honest	
practices	 in	 industrial	 or	 commercial	 matters	 and	 in	
particular	 by	 a	 person	 who	 is	 entitled	 to	 use	 a	
geographical	 name”	 (IP	 Act,	 s142(3)).	 Yatawara	 and	
Rajapakse	 (2009,	 p13)	 citing	 the	 example	 of	 ‘NUWARA	
ELIYA	TEA’	(which	is	registered	as	a	certification	mark	by	
the	 Sri	 Lanka	 Tea	 Board)	 identify	 this	 as	 a	 significant	
drawback–“Nuwara	 Eliya	 is	 a	 geographic	 name	 of	 a	
district	 in	 Sri	 Lanka.	 Therefore,	 if	 “Nuwara	 Eliya”	 is	
registered	as	a	 collective	or	 certification	mark	 for	 tea,	 it	
nonetheless	 cannot	 prevent	 other	 tea	 originating	 in	
Nuwara	 Eliya	 from	 being	 described	 as	 “Nuwara	 Eliya	
Tea”,	even	if	such	tea	does	not	meet	the	requisite	quality	
or	characteristics	set	by	the	mark	owner	as	a	condition	for	
the	 use	 of	 the	 registered	 mark”	 (emphasis	 in	 original).	
This	scenario	is	certainly	not	an	impossibility.	
		
In	 terms	 of	 the	 specifications	 provided	 by	 the	 SLTB	 for	
Nuwara	Eliya	Tea,	in	order	to	qualify	to	use	the	mark,	tea	
growers	 must	 meet	 certain	 quality	 standards	 and	 grow	
their	 tea	 within	 the	 Nuwara	 Eliya	 agro-climatic	 zone.		
Figure	1	below	reproduces	the	Nuwara	Eliya	certification	
mark.	 Figures	 2	 and	 3	 set	 out	 the	 Nuwara	 Eliya	 agro-
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climatic	zone	and	the	administrative	districts	in	Southern	
Sri	Lanka	respectively.		
	
																																												Figure	1.	
	

	
Figure	2.	

	

	
Figure	3.	

As	 is	 seen	 from	 figures	 2	 and	 3,	 the	Nuwara	 Eliya	 agro-
climatic	 zone	 (the	 area	marked	 black	 in	 figure	 2)	within	
which	tea	must	be	grown	in	order	to	become	eligible	for	
the	use	of	the	Nuwara	Eliya	certification	mark	(figure	1)	is	
a	 much	 smaller	 region	 within	 the	 Nuwara	 Eliya	
administrative	district.	 Yet,	 anyone	producing	 tea	within	
the	Nuwara	Eliya	administrative	district	 (but	outside	 the	
Nuwara	 Eliya	 agro-climatic	 zone)	 may	 legitimately	 be	
entitled	 to	 use	 the	 phrase	 ‘Nuwara	 Eliya’	 on	 the	
packaging	of	the	products	to	designate	the	origin	of	their	
products.	 What	 Yatawara	 and	 Rajapakse	 (2009)	 have	
suggested	 is	 that	 such	 use	 cannot	 be	 prevented	 by	 the	
producers	 of	 Nuwara	 Eliya	 tea	 grown	 according	 to	 the	
specifications	of	 the	SLTB	and	 in	 the	Nuwara	Eliya	agro-
climatic	 zone.	 This	 is	 so	 even	 if	 the	 third	 party’s	 tea	
products	do	not	meet	the	same	quality	or	characteristics	
of	 tea	 authorised	 to	 bear	 the	 GI.	 In	 such	 an	 event,	 it	
might	be	 the	case	 that	 the	only	 remedy	 that	 is	available	
in	the	interest	of	users	of	a	GI	is	the	remedy	enshrined	in	
s161	 of	 the	 IP	 Act,	 rendering	 the	 registration	 of	 GIs	 as	
certification	or	collective	marks	completely	useless.	
		
However,	 Yatawara	 and	 Rajapakse	 (2009)	 may	 have	
overstated	 the	 problem.	 The	 limitation	 on	 the	 right	 of	
exclusion	 conferred	 on	 certification	 mark	 owners	 in	
terms	of	s142(3)	of	the	IP	Act	concerns	the	use	of	a	mark	
by	 a	 third	party	 “in	 accordance	with	honest	practices	 in	

industrial	 or	 commercial	 matters.”	 This	 is	 the	 exact	
language	that	is	adopted	in	s160(1)(a)	dealing	with	unfair	
competition.	Notably,	unfair	competition	includes	the	use	
of	 protected	marks	 in	ways	 that	 causes	 “confusion	with	
respect	 to	 another’s	 enterprise	 or	 its	 activities,	 in	
particular,	 the	 products	 or	 services	 offered	 by	 such	
enterprise”	 (s160(2)(a)).	 Arguably,	 a	 person	 who	 is	
“entitled	 to	 use	 a	 geographic	 name”	 as	 referred	 to	 in	
s142(3)	must	do	so	in	accordance	with	honest	practices.	
	
Accordingly,	 although	 a	 tea	 grower	 in	 the	 Nuwara	 Eliya	
district	 (outside	 the	 Nuwara	 Eliya	 agro-climatic	 zone)	
would	 be	 in	 principle	 entitled	 to	 utilise	 the	 phrase	
‘Nuwara	 Eliya’	 to	 describe	 the	 products	 concerned,	 the	
use	of	 the	phrase	cannot	 in	any	way	confuse	or	mislead	
consumers	 to	 believe	 that	 the	 goods	 in	 fact	 originate	
from	 the	 agro-climatic	 zone	 to	 which	 the	 Nuwara	 Eliya	
certification	mark	relates.			
	
Even	 assuming	 that	 Yatawara	 and	 Rajapakse	 (2009)	 are	
right	 in	 their	 assertions,	 that	 does	not	necessarily	mean	
that	GIs	are	not	adequately	protected	 in	Sri	Lanka.	After	
all,	as	stated	earlier,	TRIPS	plus	protection	 is	afforded	to	
GIs	by	virtue	of	s161	of	the	IP	Act	(although	not	through	a	
process	 of	 registration).	 Yet,	 if	 GIs	 are	 adequately	
protected	 in	Sri	Lanka,	why	have	 local	 industries	 lobbied	
for	a	system	for	registration?	The	answer	to	this	question	
rests	 on	 the	 fact	 that	 local	 industries	 perceive	 domestic	
registration	 of	 GIs	 as	 a	 necessary	 prerequisite	 for	
‘international	 registration’	 of	 local	 GIs.	 This	 perception,	
however,	is	misconceived.		
	
First,	no	local	GI	can	obtain	‘international	registration’	(at	
least	 for	 now),	 as	 Sri	 Lanka	 is	 not	 a	 party	 to	 the	 Lisbon	
Agreement	on	Appellations	of	Origin	1958.	Art.1(2)	of	the	
Agreement	 provides	 that	 contracting	 parties	 “undertake	
to	 protect	 on	 their	 territories,	 in	 accordance	 with	 the	
terms	 of	 this	 Agreement,	 the	 appellations	 of	 origin	 of	
products	 of	 the	 other	 countries	 of	 the	 Special	 Union,	
recognized	and	protected	as	such	in	the	country	of	origin	
and	registered	at	the	International	Bureau	of	Intellectual	
Property…”	 Had	 Sri	 Lanka	 been	 a	 party	 to	 the	 Lisbon	
Agreement	1958,	it	would	no	doubt	have	made	sense	to	
incorporate	 a	 domestic	 registration	 system	 for	 GIs,	 as	
registration	 would	 have	 been	 necessary	 for	 the	
recognition	 and	protection	of	GIs	as	 such	 in	 the	country	
of	 origin–a	 prerequisite	 to	 obtain	 ‘international	
registration’.	 Thus,	 unless	 Sri	 Lanka	 joins	 the	 special	
union	 comprising	 the	 signatories	 to	 the	 Lisbon	
Agreement	 1958,	 the	 perception	 that	 domestic	
registration	 of	 GIs	 leads	 to	 ‘international	 registration’	 is	
completely	mistaken.		
	
In	 any	 case,	 at	 present,	 gaining	 membership	 to	 the	
special	 union	 of	 the	 Lisbon	 Agreement	 1958	 would	 not	
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provide	 Sri	 Lankan	 producers	 of	 GI-related	 goods	 a	
significant	advantage,	as	only	28	countries	have	acquired	
membership	 to	 the	 special	 union	 thus	 far.	 It	 has	 been	
suggested	 that	 the	 Lisbon	 Agreement	 1958	 has	 not	
become	 a	 popular	 choice	 because	 “it	 protects	
appellations	 of	 origin	 only	 when	 they	 are	 officially	
acknowledged	by	the	country	of	origin”	(Stoll	et	al,	2009,	
p22),	 requiring	 GIs	 to	 be	 registered	 in	 the	 countries	 of	
origin–whereas	 many	 countries	 do	 not	 provide	 for	 a	
system	 for	 registering	 GIs	 as	 such.	 In	 addition,	 why	 the	
Lisbon	 Agreement	 1958	 has	 been	 unpopular	 may	 be	
attributed	to	 the	narrow	scope	of	 the	 treaty	 in	 terms	of	
what	 can	 be	 protected–ie	 appellations	 of	 origin.	 In	
contrast,	GIs	 are	broadly	defined–appellations	of	 origins	
capable	 of	 being	 regarded	 as	 a	 type	 of	 GI.	 Notably,	 in	
May	 2015	 the	 Geneva	 Act	 to	 the	 Lisbon	 Agreement	 on	
Appellations	 of	 Origin	 and	Geographical	 Indications	was	
adopted,	which	extends	protection	to	GIs	 (in	addition	to	
appellations	 of	 origin).	 It	 is	 thus,	 speculated	 that	 a	
greater	 number	 of	 states	 will	 become	 party	 to	 the	
Geneva	Act.	In	these	circumstances,	it	is	advisable	for	the	
Sri	Lankan	Government	to	take	steps	to	become	party	to	
the	 Geneva	 Act.	 Under	 the	 new	 regime,	 GIs	 may	 be	
registered	directly	in	an	international	register	through	an	
international	 bureau	 established	 under	 the	 Geneva	 Act	
(Art.4).	 In	 the	 event	 Sri	 Lanka	 does	 someday	 become	 a	
party	 to	 the	 Geneva	 Act,	 international	 registration	 of	
local	 GIs	may	 be	 obtained	without	 the	 need	 for	 a	 local	
register.					
	
Second,	 and	 as	 things	 presently	 stand,	 Sri	 Lankan	 GIs	
have	 to	 be	 individually	 protected	 in	 every	 country	 in	
which	 there	 is	 an	 interest	 to	 do	 so.1	In	 some	 countries	
protection	may	only	be	obtained	by	registering	the	GI	 in	
that	 country	 (eg	 India).	 Whereas,	 in	 others,	 no	
registration	 is	 required	 (eg	 Singapore).	 In	 either	 case,	
however,	 it	 is	permitted	under	TRIPS	for	Member	States	
to	 require	 that	 a	 particular	 GI	 in	 relation	 to	 which	
protection	 is	 sought	 be	 ‘protected’	 in	 the	 country	 of	
origin	 (Art.24(9)).	 Notably,	 ‘protected’	 does	 not	 mean	
‘registered’	 as	 such	 (Wijesinghe,	 2015).	 Thus,	 it	 would	
suffice	that	a	GI	is	registered	in	the	country	of	origin	as	a	
certification	 (or	collective)	mark	 to	be	protected	both	 in	
the	 country	 of	 origin	 and	 in	 the	 other	 country	 where	
protection	is	sought.					
	
There	 is	also	a	perception	on	the	part	of	 local	 industries	
that	 the	 domestic	 registration	 of	 local	 GIs	 is	 capable	 of	
expediting	 the	 process	 of	 acquiring	 protection	 in	 other	
jurisdictions.	 The	 trigger	 for	 this	 perception	 was	 the	
difficulties	 and	 delays	 Sri	 Lankan	 authorities	 faced	 in	
                                                
1	This	might	 change	 if	 Sri	 Lanka	 becomes	 party	 to	 the	Geneva	
Act,	 where	 an	 international	 registration	 would	 automatically	
allow	 for	 GIs	 to	 be	 protected	 in	 all	 state	 that	 are	 part	 of	 the	
special	union.	

obtaining	 protection	 for	 local	 GIs	 abroad,	 particularly	 in	
the	EU	(Daily	Mirror,	2016).	These	difficulties	and	delays	
arose	 in	view	the	equivalence	and	reciprocity	conditions	
that	were	imposed	under	Art.12(1)	of	Council	Regulation	
(EEC)	 No	 2081/92	 of	 14	 July	 1992	 on	 the	 protection	 of	
geographical	 indications	 and	 designations	 of	 origin	 for	
agricultural	 products	 and	 foodstuffs	 (Regulation	
2081/92).	 Accordingly,	 in	 order	 for	 GIs	 from	 non-EU	
states	(third	countries)	to	be	registered	and	protected	in	
the	 EU,	 third	 countries	 were	 required	 to	 adopt	 a	 GI	
protection	 system	 equivalent	 to	 that	 in	 the	 European	
Communities	 and	 provide	 reciprocal	 protection	 to	
products	 from	 the	European	Communities.	 Since	 the	EU	
adopted	 a	 registration	 system	 for	 GIs,	 this	 meant	 that	
unless	a	country	outside	the	EU	had	 in	place	a	domestic	
system	 for	 the	 registration	 of	 GIs,	 no	 GIs	 from	 that	
country	 could	 be	 registered	 in	 the	 EU.	 Hence,	 the	
implementation	 of	 a	 local	GIs	 register	would	 have	 been	
useful	 in	 order	 to	 comply	 with	 the	 equivalence	 and	
reciprocity	 approach	 adopted	 by	 the	 EU	 in	 Regulation	
2081/92	(Art.12(1)).	Yet,	in	1999	this	aspect	of	Regulation	
2081/92	was	challenged	by	the	United	States	(US)	in	the	
World	 Trade	 Organisation	 (WTO)	 on	 the	 basis	 that	 the	
requirement	 flouted	 national	 treatment	 obligations	
under	 Art.3:1	 of	 TRIPS.2 	The	 dispute	 was	 decided	 in	
favour	 of	 the	 US	 and	 the	 WTO	 Panel’s	 report	 was	
adopted	 on	 20	 April	 2005.	 A	 new	 Regulation	 510/2006	
was	 enacted	 replacing	 Regulation	 2081/92	 in	 order	 to	
comply	with	 the	outcome	of	 the	WTO	dispute.	Notably,	
Regulation	 510/2006	 provides	 that	GIs	 of	 non-EU	 states	
may	be	registered	provided	there	is	“proof	that	the	name	
in	 question	 is	 protected	 in	 its	 country	 of	 origin”	 (Art.5,	
emphasis	 added).	 Thus,	 under	 the	 present	 regime,	 the	
registration	 of	 a	 third	 country’s	 GI	 in	 the	 EU’s	 register	
does	not	depend	on	whether	 the	GI	 is	 registered	 in	 the	
country	 of	 origin–it	 would	 suffice	 that	 it	 is	 protected,	
such	protection	being	achievable	through	the	regime	for	
certification	marks.	In	fact,	it	is	likely	that	any	attempt	to	
impose	a	requirement	that	a	GI	must	be	registered	in	the	
country	 of	 origin	 in	 order	 for	 it	 to	 become	 eligible	 for	
protection	 (or	 registration)	 in	 another	 country	 would	
flout	the	national	treatment	provision	in	TRIPS.		
	
Fourth,	 academics	 supporting	 the	 introduction	 of	 a	 GIs	
registration	 system	 in	 Sri	 Lanka	 have	 referred	 to	 Indian	
legislation.	 Yet,	 it	 must	 be	 noted	 that	 the	 protection	
afforded	 to	GIs	under	 s161	of	 the	 IP	Act	 is	precisely	 the	
same	in	terms	of	scope	and	substance	to	what	is	afforded	
to	 registered	 GIs	 in	 India	 under	 the	 Geographical	
Indications	 of	 Goods	 (Registration	 and	 Protection)	 Act	
1999	(GIs	Act	1999).	Thus,	the	level	of	legal	protection	of	

                                                
2	European	Communities–Protection	of	Trademarks	and	
Geographical	Indications	for	Agricultural	Products	and	
Foodstuffs	WT/DS174/R	(15	March	2005),	[7.204]-[7.204].	
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GIs	 in	Sri	Lanka	is	on	par	with	India	despite	the	lack	of	a	
system	for	registering	GIs	as	such.		
						
Accordingly,	 for	the	above	reasons,	there	 is	no	necessity	
for	the	introduction	of	a	registration	system	for	GIs	in	Sri	
Lanka,	from	the	perspective	of	obtaining	legal	protection	
for	 domestic	 GIs	 both	 locally	 and	 globally.	 Instead,	 the	
recommended	course	of	action	for	Sri	Lanka	would	be	to	
become	 party	 to	 the	 Geneva	 Act,	 which	 would	 enable	
local	 GIs	 to	 be	 directly	 registered	 in	 an	 international	
register–which	 in	 turn	 results	 in	 protection	 being	
acquired	in	all	countries	party	to	the	Geneva	Act.		
	

III.	THE	AMENDMENT	PROPOSED	TO	THE	IP	ACT	
What	 this	 paper	 seeks	 to	 stress	 is	 that	 a	 domestic	 GIs	
register	 is	 neither	 a	 prerequisite,	 nor	 a	 necessity,	 to	
secure	a	requisite	 level	of	 legal	protection	for	Sri	Lankan	
GIs	 both	 locally	 and	 globally.	 This	 does	 not	 mean,	
however,	 that	 the	 introduction	 of	 such	 a	 register	 does	
not	 have	 its	 advantages.	 Kamardeen	 (2017,	 p.410),	 for	
instance,	 has	 suggested	 that	 “creating	 a	 registration-
based	 scheme	 for	GI	 protection	 in	 Sri	 Lanka	 could	 offer	
additional	 certainty	 to	 GI	 producers,	 and	 in	 turn	
competitors	 and	 other	 interested	 parties	 who	 could	 be	
made	 aware	 of	 existing	 GI	 registrations.”	 However,	 the	
process	 of	 registration	 and	 maintenance	 of	 GIs	 in	 a	
register	 must	 be	 transparent,	 unbiased	 and	 adhere	 to	
principles	of	due	process.		
	
The	 proposed	 amendment	 to	 s161	 of	 the	 IP	 Act	merely	
adds	 a	 new	 sub-section.	 Accordingly,	 s2	 of	 the	
Intellectual	 Property	 (Amendment)	 Bill	 2017	 (IP	
(Amendment)	Bill)	inserts	sub-section	(4A)	to	s161,	which	
reads	 as	 follows–“[t]he	 Minister	 may	 prescribe	 any	
geographical	 indication	 in	 respect	 of	 any	 goods	 or	
products	 for	 the	purpose	of	 this	Act”	 (emphasis	 added).	
Interestingly,	 the	 Sri	 Lankan	 amendment	 is	 far	 less	
comprehensive	 in	 comparison	 to	 the	 Indian	 approach,	
which	 many	 academics	 have	 referred	 to	 in	 supporting	
their	 claims	 for	 a	 Sri	 Lankan	 register	 for	 GIs.	 There	 are	
two	 points	 that	 must	 be	 made	 in	 connection	 with	 this	
proposal.		
	
First,	s161(1)	begins	by	permitting	“any	interested	party”	
to	 prevent	 the	 unauthorised	 use	 of	 GIs	 on	 the	 part	 of	
third	 parties	 in	 the	 circumstances	 set	 out	 therein.	
However,	 the	 IP	 (Amendment)	 Bill	 does	 not	 in	 any	
manner	set	out	the	consequence	of	the	Minister’s	act	of	
prescribing	 a	 GI.	 In	 the	 event	 the	 amendment	 becomes	
law,	it	is	unclear	whether	in	future	only	interested	parties	
in	connection	with	GIs	that	are	prescribed	by	the	Minister	
can	make	use	of	the	entitlement	to	prevent	unauthorised	
third	parties	 from	using	GIs	 in	the	circumstances	set	out	
in	 s161(1)	 of	 the	 IP	 Act.	 If	 such	 an	 interpretation	 is	
afforded,	the	opening	words	of	s161(1)	will	be	rendered	

meaningless.	In	contrast,	the	position	in	India	is	far	more	
straightforward–s20(1)	 of	 the	 GIs	 Act	 1999	 expressly	
provides	 that	 “[n]o	 person	 shall	 be	 entitled	 to	 institute	
any	 proceeding	 to	 prevent,	 or	 to	 recover	 damages	 for,	
the	 infringement	 of	 an	 unregistered	 geographical	
indication”	(emphasis	added).		
	
Second,	GIs	are	collective	interests	where	all	producers	in	
the	 region	 in	which	 a	particular	 product	originates	 have	
an	interest	over	a	GI	(Ganjee,	2006,	p112).	The	collective	
nature	of	the	interests	in	GIs	is	reflected	in	the	Indian	GIs	
Act	1999	when	it	permits	“[a]ny	association	of	persons	or	
producers	or	any	organization	or	authority	established	by	
or	under	any	law	for	the	time	being	in	force	representing	
the	 interest	 of	 the	 producers	 of	 the	 concerned	 goods”	
(emphasis	added)	to	apply	for	registration	of	GIs	(GIs	Act	
1999,	s11(1)).	In	contrast,	the	Sri	Lankan	IP	(Amendment)	
Bill	provides	that	the	Minister	may	prescribe	a	GI.	Yet	to	
what	 extent	 does	 a	 Minister	 represent	 the	 interests	 of	
producers?	 It	 is	 crucial	 to	 ensure	 that	 the	 interests	 of	
producers	of	GI-related	products	are	represented	during	
the	 process	 of	 registration	 and	 the	 subsequent	
maintenance	of	those	registrations.		
	
Government	 involvement	in	relation	to	the	maintenance	
of	 the	GIs	 register	may	 not	 be	 in	 best	 interest	 of	 those	
who	produce	GI-related	 goods,	 as	 the	Indian	 experience	
suggests	 (Sally	 and	 Suneja,	 2016).	 This	 concerns	 the	
controversy	surrounding	the	Basmati	GI.	The	Agricultural	
&	 Processed	 Food	 Products	 Export	 Development	
Authority	applied	for,	and	registered,	‘Basmati’	in	India	as	
a	 GI	 for	 rice	 originating	 in	 the	 Indian	 states	 of	 Punjab,	
Uttar	Pradesh,	Uttarakhand,	Himachal	Pradesh,	Jammu	&	
Kashmir,	 Delhi	 and	 Haryana3	(Bharti	 and	 Bharti,	 2015,	
p.203;	 Fromer,	 2017,	 p.151).	 However,	 the	Government	
of	 the	 state	 of	Madhya	 Pradesh	 has	 demanded	 that	 its	
state	be	included	in	the	list	of	states	whose	producers	are	
entitled	 to	 use	 the	 Basmati	 GI.	 This	 move	 has	 been	
criticised	 in	 view	 of	 the	 possibility	 that	 the	 quality	 of	
products	 bearing	 the	 Basmati	 GI	 may	 become	
questionable	 in	 international	 markets–eg	 the	 Deputy	
Director	of	the	 Indian	Agricultural	Research	 Institute	has	
cautioned	 “[c]laiming	 rice	 grown	 in	Madhya	 Pradesh	 as	
basmati	 is	 not	 correct	 as	 we	 have	 developed	 seed	
varieties	keeping	in	mind	agro-climatic	zones	of	the	Indo-
Gangetic	plain”	(Das,	2014).	Accordingly,	 it	 is	crucial	that	
governments	 play	 an	 independent	 and	 neutral	 role	 in	
determining	 what	 indications	 become	 included	 in	 the	
register	 of	 GIs	 and	 the	 scope	 of	 those	 GIs.	 Ideally,	 any	
legislation	(or	regulation)	dealing	with	the	registration	of	
GIs	must	provide	 for	 the	possibility	of	 interested	parties	

                                                
3	The	Indian	GIs	register	is	available	at:	http://www.ipindia.	
nic.in/writereaddata/Portal/Images/pdf/Registered-GIs-of-
India.pdf	(Accessed:	29.06.2017).	
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(including	 association	 of	 producers)	 to	 make	
representations	 concerning	 registrations	 of	GIs.	 Thus,	 in	
Sri	 Lanka’s	 case,	 conferring	 discretion	 on	 a	 Minister	 to	
prescribe	 GIs	 could	 become	 the	 subject	 of	 abuse,	
particularly	 when	 the	 enabling	 legislation	 does	 not	
provide	 for	 a	 formal	 mechanism	 by	 which	 interested	
parties	could	apply	for	registration	of	a	GI,	or	state	their	
objections	 against	 a	 third	 party’s	 application	 for	
registration.		
	
In	 the	 circumstances,	 it	 is	 unclear	 as	 to	 what	 the	 new	
amendment	 really	 seeks	 to	achieve.	Particularly,	 in	view	
of	the	fact	that	‘registration’	of	GIs	as	such	in	a	domestic	
register	 is	 not	 a	 prerequisite	 for	 seeking	 protection	 of	
local	GIs	 in	other	 jurisdiction,	one	may	wonder	whether	
the	 change	 that	 is	 sought	 to	 be	 made	 by	 the	 IP	
(Amendment)	 Bill	 is	 of	 the	 kind	 that	 was	 imagined	 and	
envisioned	by	local	industries	and	academics.		
	

IV.	CONCLUSION	
The	purpose	of	 this	 paper	was	 to	 consider	 the	 utility	 of	
introducing	 a	 system	 for	 GIs	 registration	 in	 Sri	 Lanka.	 It	
was	posited	that	the	present	regime	for	the	protection	of	
GIs	 under	 the	 IP	 Act	 is	 adequate	 in	 achieving	 a	 level	 of	
legal	 protection	 necessary	 to	 secure	 the	 rights	 and	
interests	 of	 local	 producers	 of	 GI-related	 goods.	 It	 was	
suggested	that	the	Sri	Lankan	Government	ought	to	focus	
on	 gaining	 membership	 to	 the	 special	 union	 of	 the	
Geneva	Act	 to	 the	 Lisbon	Agreement	on	Appellations	of	
Origin	and	Geographical	Indications	so	that	local	GIs	may	
be	registered	directly	 in	the	 international	register	that	 is	
envisaged	 under	 that	 regime.	 The	 adequacy	 of	 the	
current	level	of	legal	protection	and	the	probable	shift	to	
an	 international	 register	under	 the	Geneva	Act	 render	a	
local	GIs	register	unnecessary	and	redundant.	In	any	case,	
if	what	 the	proposed	amendment	 to	 the	 IP	Act	 seeks	 to	
do	is	to	introduce	a	system	for	registering	GIs,	it	does	so	
in	 a	 problematic	 fashion–far	 removed	 from	 the	
expectations	 of	 both	 the	 industry	 and	 academic	
proponents	that	support	a	system	for	GIs	registration.				
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